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“MAKING COPIES”: RECOVERING E-DISCOVERY COSTS IN THE THIRD 
CIRCUIT AFTER RACE TIRES
    By Thomas S. Jones and Anderson T. Bailey, Jones Day 

Practitioners are well aware of the high costs of discovery in the electronic age. Discovery comprises 
approximately half of all litigation costs and accounts for an incredible 90% of costs in the most 
expensive cases.1 Requests for production might require a party to spend vast sums to gather, process, 
review, and disclose millions of pages, impacting overall case valuation and settlement discussions. 
Indeed, commentators have reported the average e-discovery costs for mid-size lawsuits to be 
approximately $3.5 million, with outliers in the tens of millions.2

In one of the first appellate decisions to address whether a prevailing party can recover such costs, 
the Third Circuit recently reversed the taxation of more than $335,000 in e-discovery costs against 
an unsuccessful plaintiff. See Race Tires Am., Inc. v. Hoosier Racing Tire Corp., 674 F.3d 158 (2012), 
petition for cert. filed (U.S. June 14, 2012) (No. 11-1520). The Court’s opinion clarifies several points—
and raises several questions—that trial and appellate litigators should consider as this area of the law 
continues to develop.

I.

The so-called “American rule” avoids requiring the losing party to reimburse its adversary for all 
litigation expenses. Thus, although Federal Rule of Civil Procedure 54(d) provides that “costs … should 
be allowed to the prevailing party,” victorious parties can attest that what seems like a broad allowance 
is actually much more narrow. As used in Rule 54, “costs” can mean only those expenditures that fit 
into one of six categories enumerated by statute in 28 U.S.C. § 1920. Subsection 4 of that provision 
defines “costs” to include “[f]ees for exemplification and the costs of making copies of any materials 
where the copies are necessarily obtained for use in the case[.]”
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CHANGE TO APPELLATE BRIEF FORMAT CURRENTLY UNDER 
CONSIDERATION
      By Jonathan D. Klein, Gibbons P.C.

The Judicial Conference will soon be considering proposed amendments to Federal Rule of Appellate 
Procedure 28 (“Briefs”) that would combine an appellate brief’s “statement of the case” and 
“statement of facts” into a unified statement. 

Rule 28 currently requires a “statement of the case briefly indicating the nature of the case, the 
course of proceedings, and the disposition below,” see Fed. R. App. P. 28(a)(6), followed by a separate 
“statement of facts,” see Fed. R. App. P. 28(a)(7). The proposed amendment to Rule 28(a) would 
consolidate sub-paragraphs (a)(6) and (a)(7), and instead require that an appellant’s brief contain:

(6) a concise statement of the case setting out the facts relevant to the issues submitted for 
review, describing the relevant procedural history, and identifying the rulings presented for review, 
with appropriate references to the record (see Rule 28(e)).

The amendment was proposed because the separate statements now required by Rule 28(a)(6) and 
(7) can impede a logical presentation of the issues. As amended, the Rule would permit the drafter of a 
brief to “weave those two statements together and present the relevant events in chronological order.” 
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It is common for clients who are disappointed by 
a Third Circuit ruling to ask about petitioning for 
rehearing of the case en banc. As practitioners who 
practice frequently in the federal courts of appeals 
are aware, the standards governing rehearing 
en banc are daunting. Specifically, Federal Rule 
of Appellate Procedure 35 provides that hearing 
or rehearing of a case en banc “is not favored 
and ordinarily will not be ordered unless: (1) en 
banc consideration is necessary to secure or 
maintain uniformity of the court’s decisions or (2) 
the proceeding involves a question of exceptional 
importance.” Fed. R. App. P. 35(a). The Third 
Circuit’s local rules put an even finer point on the 
very high standards governing en banc review. 
Local Rule 35.1 requires an attorney who files a 
petition for rehearing en banc to sign the following 
statement:

I express a belief, based on a reasoned and 
studied professional judgment, that the panel 
decision is contrary to decisions of the United 
States Court of Appeals for the Third Circuit 
or the Supreme Court of the United States, 
and that consideration by the full court is 
necessary to secure and maintain uniformity 
of decisions in this court, i.e., the panel’s 
decision is contrary to the decision of this court 
or the Supreme Court in [citing specifically the 
case or cases], OR, that this appeal involves a 

question of exceptional importance, i.e., [set 
forth in one sentence].

And, Local Rule 35.4 (entitled “Caution”), warns: 

As noted in FRAP35, en banc hearing or 
rehearing of appeals is not favored. Counsel 
have a duty to the court commensurate with 
that owed their clients to read with attention 
and observe with restraint the required 
statement for rehearing en banc set forth 
in 3d Cir. L.A.R. 35.1. Counsel are reminded 
that in every case the duty of counsel is 
fully discharged without filing a petition for 
rehearing en banc unless the case meets the 
rigorous requirements of FRAP 35 and 3d Cir. 
L.A.R. 35.1.

That’s what the rules say, but how do they play out 
in practice? How difficult is it really to entice the 
Third Circuit to hear a case en banc? In an effort 
to answer those questions, the author examined 
all cases in which the Court granted en banc 
hearing or rehearing since January 1, 2005. The 
findings (detailed in the chart below) are somewhat 
surprising, even to seasoned appellate lawyers. As 
it turns out, the en banc Court is extremely elusive.

During that more than seven-year period, the Court 
has granted en banc hearing or rehearing in only 
23 cases – on average, slightly more than 3 per 
year. The Court granted the most en banc hearings 

(7) in 2010. One should not infer from that statistic, 
however, that en banc hearings are on the uptick 
in the Third Circuit: the following year, the Court 
granted en banc review in only a single instance. 

As one might expect, there is not necessarily any 
pattern to the cases the Court heard en banc, 
except to say that all of them really did involve 
either a question of “exceptional importance” or a 
conflict between a panel decision and a decision 
from the Third Circuit or the U.S. Supreme Court. 
The 23 cases the Court heard en banc break 
down as follows: criminal (7), civil (5), civil rights 
(4), immigration (3), post-conviction relief (2), 
bankruptcy (2). Not surprisingly, five of the en banc 
cases involved questions of constitutional law.

Equally significantly, the court sua sponte ordered 
en banc hearing or rehearing in 13 of those 23 
cases since 2005. In other words, litigants were 
able to persuade the Court to grant a petition for 
hearing en banc only 10 times in seven years. 
Federal appellate practitioners would serve their 
clients well by advising them of these statistics 
and the cautionary language in the Court’s local 
rules. Sharing this knowledge both will enable your 
clients to make an informed decision whether to 
invest in a petition for rehearing en banc, and will 
help you manage the client’s expectations of the 
likelihood any such petition will be successful. 

THE EVER-ELUSIVE REHEARING EN BANC IN THE THIRD CIRCUIT
by Donna M. Doblick, Reed Smith LLP

Year 
Granted

Case Type of Case
Reheard En Banc 
Sua Sponte or On 
Petition of a Party?

Majority Concurrence Dissent

2005

United States v. E.I. DuPont de 
Nemours (No. 04-4546), 432 F.3d 
161 (2005)

Civil: Recovery of oversight costs 
under CERCLA

Petition (for initial 
hearing en banc)

Scirica, Sloviter, Alito, Roth, 
Ambro, Fuentes, Fisher, 
Nygaard

Roth (1) Rendell, Smith

United States v. Bendolph (Nos. 
01-2468, 02-2624), 409 F.3d 155 
(2005)

Post-conviction relief: Timeliness 
of motion to vacate or set aside 
sentence

Sua sponte Scirica, Roth, Rendell, 
Barry, Smith, Fisher, Van 
Antwerpen

Sloviter, Nygaard, 
McKee, Ambro, 
Fuentes

United States v. Davis (Nos. 
02-4521, 03-1130, 03-1160), 407 
F.3d 162 (2005)

Criminal: Sentencing guidelines not 
mandatory

Petition Scirica, Sloviter, Nygaard, 
Alito, Roth, McKee, 
Rendell, Barry, Ambro, 
Fuentes, Smith, Fisher, Van 
Antwerpen, Cowen

United States v. Leahy (Nos. 
03-4490, 03-4184, 03-4542, 
03-4560, 04-2912), 438 F.3d 328 
(2006)

Criminal: Whether court's orders of 
restitution and forfeiture violated 
defendants' constitutional right to 
jury trial

Sua sponte Scirica, Alito, Roth, Fuentes, 
Van Antwerpen

Sloviter; 
Fisher, 
Barry (2)

McKee, Rendell, 
Ambro, Smith, 
Becker, Ambro (3)
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Year 
Granted

Case Type of Case
Reheard En Banc 
Sua Sponte or On 
Petition of a Party?

Majority Concurrence Dissent

2006

United States v. Grier (No. 05-1698), 
475 F.3d 556 (2007)

Criminal: Burden of proof at 
sentencing

Petition Scirica, Barry, Fuentes, 
Smith, Fisher, Chagares, 
Van Antwerpen

Rendell, 
Ambro

Sloviter, McKee

A.W. v. Jersey City Public Schools 
(No. 05-2553), 486 F.3d 791 (2007)

Civil rights: Section 1983 action 
alleging violations of Individuals with 
Disabilities in Education Act and 
Rehabilitation Act

Sua sponte Scirica, Sloviter, McKee, 
Rendell, Barry, Ambro, 
Fuentes, Smith, Fisher, 
Jordan, Van Antwerpen

2007

Pierre v. Attorney General (No. 
06-2496), 528 F.3d 180 (2008)

Immigration: Acts constituting 
torture

Sua sponte Scirica, Sloviter, McKee, 
Rendell, Barry, Ambro, 
Fuentes, Smith, Fisher, 
Chagares, Jordan, 
Hardiman, Garth

Shi v. Attorney General (No. 
06-1952)

Immigration: Whether spouses 
of persons victimized by China's 
population control policy are eligible 
for asylum

Sua sponte Dismissed due to lack of 
jurisdiction due to Attorney 
General review of case

United States v. Stevens (No. 
05-2497), 533 F.3d 218 (2008)

Criminal: Constitutionality of statute 
prohibiting depictions of animal 
cruelty

Sua sponte Scirica, Sloviter, McKee, 
Rendell, Barry, Ambro, 
Smith, Chagares, Jordan, 
Hardiman

Fuentes, Fisher, 
Cowen

2008

United States v. Tomko (No. 
05-4997), 562 F.3d 558 (2009)

Criminal: Sentencing Petition McKee, Barry, Ambro, 
Fuentes, Smith, Chagares, 
Jordan, Hardiman

Fisher, Scirica, 
Sloviter, Rendell, 
Cowen

Boyd v. Waymart (No. 07-2185), 579 
F.3d 330 (2009)

Post-conviction relief: Ineffective 
assistance of counsel

Sua sponte Per Curiam Scirica, 
Ambro, 
Fuentes, 
Fisher

Sloviter, McKee (4); 
Smith, Chagares, 
Jordan, Barry, 
Hardiman (5)

Lin-Zheng v. Attorney General (No. 
07-2135), 557 F.3d 147 (2009)

Immigration: Refugee status Sua sponte (initial 
hearing en banc)

Scirica, Sloviter, McKee, 
Rendell, Barry, Ambro, 
Fuentes, Smith, Fisher, 
Chagares, Jordan, 
Hardiman, Weis, Garth

Kosler v. Crisanti (No. 06-3241), 564 
F.3d 181 (2009)

Civil: Whether acquittal on a criminal 
charge is a "favorable termination" 
for purposes of a subsequent 
malicious prosecution claim

Sua sponte Scirica, Barry, Fuentes, 
Smith, Fisher, Chagares, 
Jordan, Hardiman

Sloviter, McKee, 
Ambro, Aldisert (3), 
Rendell

2009 Puleo v. Chase Bank USA, N.A. (No. 
08-3837), 605 F.3d 172 (2010)

Civil: Effectiveness of arbitration 
agreement containing class action 
waiver

Sua sponte McKee, Sloviter, Scirica, 
Fuentes, Smith, Jordan

Ambro, Rendell, 
Fisher, Chagares



FROM THE PRESIDENT’S DESK
The 3CBA continues in its efforts to improve the standards of practice in the Third Circuit. In April, Judge Julio Fuentes and Third Circuit Clerk Marcia Waldron 
presented at a Federal Appellate Practice CLE at the New Jersey Institute for Continuing Legal Education. Lisa Rodriguez and I were honored to be presenters as well.

Recently, we’ve received feedback from 3CBA members asking whether particular CLE programs can be run in their area. We heard you! Board of Governors 
members Donna Doblick, Bob Graci, and Deena Jo Schneider are working to create a CLE program that will take place in Pittsburgh, Harrisburg, and Philadelphia. 
The topics will be “Appellate Waivers” and “Interlocutory Appeals.” The Harrisburg program will take place on the afternoon of October 29. Presenters will include, 
among others, Judge D. Michael Fisher, David Fine, Ron Krauss, and 3CBA Board members John Knorr and Bob Graci. Dates and panelists for the Pittsburgh and 
Harrisburg presentations will be determined soon, so watch this newsletter, the 3CBA website, and your email in box for details and to register for any of the three 
presentations.

As always, don’t hesitate to get in touch with me if you’d like to share your questions or ideas.

Stephen M. Orlofsky

President, Third Circuit Bar Association
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Year 
Granted

Case Type of Case
Reheard En Banc 
Sua Sponte or On 
Petition of a Party?

Majority Concurrence Dissent

2010

United States v. Rigas (No. 08-3218), 
605 F.3d 194 (2010)

Criminal: Double jeopardy Petition McKee, Barry, Ambro, 
Fuentes, Smith, Fisher, 
Jordan

Scirica, Rendell, 
Chagares, 
Hardiman

Sullivan v. DB Investments (No. 
08-2784), 667 F.3d 273 (2011)

Civil: Certification of settlement 
classes in an antitrust case; fairness 
of settlement

Petition Rendell, Ambro, Fuentes, 
Fisher, Chagares, Vanaskie

Scirica Smith, Jordan

Jeld-wen, Inc. v. Van Brunt (In re 
Grossman's Inc.) (No. 09-1563), 607 
F.3d 114 (2010)

Bankruptcy: When a claim arises 
(asbestos exposure)

Sua sponte McKee, Sloviter, Scirica, 
Barry, Ambro, Fuentes, 
Smith, Fisher, Chagares, 
Jordan, Hardiman, 
Greenaway, Vanaskie, Roth

Singer Management Consultants, 
Inc. v. Milgram, Attorney General of 
New Jersey (No. 09-2238), 650 F.3d 
223 (2011)

Civil rights: Availability of attorneys' 
fees as "prevailing party" 

Petition Ambro, Scirica, Rendell, 
Barry, Fuentes, Smith, 
Fisher, Chagares, Jordan, 
Hardiman, Greenaway, 
Vanaskie

Roth, McKee, 
Sloviter, Aldisert

J.S. ex rel Snyder v. Blue Mountain 
School District (No. 08-4138), 650 
F.3d 915 (2011)

Civil rights: Constitutionality of 
school's decision to suspend student 
for home computer use

Petition Chagares, Greenaway, 
Ambro

McKee, 
Sloviter, 
Fuentes, 
Smith, 
Hardiman

Scirica, Rendell, 
Barry, Fisher, 
Jordan, Vanaskie

Layshock v. Hermitage School 
District (No. 07-4465), 650 F.3d 205 
(2011)

Civil rights:  Constitutionality of 
school's decision to discipline 
student for out-of-school conduct

Petition McKee, Sloviter, Scirica, 
Rendell, Barry, Ambro, 
Fuentes, Smith, Fisher, 
Chagares, Greenaway, 
E5Roth

Jordan, 
Vanaskie

In re Global Industrial Technologies, 
Inc. (No. 08-3650), 645 F.3d 201 
(2011)

Bankruptcy: Standing to challenge 
confirmation of reorganization plan

Sua sponte McKee, Ambro, Smith, 
Chagares, Jordan, Vanaskie 

Scirica, Fuentes, 
Fisher, Nygaard

2011 Landsman & Funk P.C. v. Skinder-
Strauss (No. 09-3105)

Civil: Choice of law and private right 
of action under Telephone Consumer 
Protection Act

Petition

2012 Garrus v. Secretary of the Pa. Dep't 
of Corrections (No. 09-3586)

Criminal: Sentencing; Pennsylvania's 
"three strikes" law

Sua sponte

http://www.thirdcircuitbar.org/index.html
mailto:Orlofsky%40BlankRome.com?subject=


“MAKING COPIES”…—continued from page 1

“MAKING COPIES”…—continued from page 1 5

As the costs associated with e-discovery have 
grown, so have attempts to fit them within the 
“exemplification” or “making copies” language 
in Section 1920(4). The result thus far has been a 
divide among district courts. Compare, e.g., Fells 
v. Va. Dep’t of Transp., 605 F. Supp. 2d 740 (E.D. 
Va. 2009) (e-discovery costs not recoverable) with 
In re Aspartame Antitrust Litig., 817 F. Supp. 2d 
608 (E.D. Pa. 2011) (awarding e-discovery costs). 
But few circuit court decisions have addressed the 
issue Race Tires posed it to the Third Circuit for the 
first time.

Race Tires America, Inc., a tire supplier, originally 
brought the suit under the Sherman Act, alleging 
that a competing supplier, defendant Hoosier 
Racing Tire Corp., had unlawfully entered into 
a single-supplier agreement with co-defendant 
Dirt Motor Sports, Inc. (“DMS”). During a year of 
discovery, each defendant retained a vendor to 
coordinate the production of electronically stored 
information (“ESI”), including collecting and 
processing the information, keyword searching, 
privilege reviews, scanning documents and 
converting them into TIFF [Tagged Image File 
Format], and extracting metadata. The defendants 
ultimately produced hundreds of thousands 
of pages of material in electronic form. After 
prevailing at summary judgment, the defendants 
sought to recover nearly $400,000 in e-discovery 
vendor fees under Section 1920(4) as “[f]ees for 
exemplification and the costs of making copies.” 
With minor adjustments, the clerk of court taxed 
these costs against Race Tires. The district court 
denied objections to the taxation, reasoning that 
“the steps the third-party vendor performed 
appeared to be the electronic equivalents of 
exemplification and copying.”

The Third Circuit reversed in a unanimous opinion 
authored by Judge Vanaskie for a panel that also 
included Judge Sloviter and Judge Lawrence 
Stengel (from the Eastern District of Pennsylvania, 
sitting by designation). The Court rejected the 
notion that all e-discovery costs were recoverable. 
The district court—and several other trial courts—
had found the use of specialized vendors providing 
a technical service to be indispensable to the 
discovery process, but the Third Circuit found these 
considerations “untethered from the statutory 
mooring.” The Court did recognize that:

extensive “processing” of ESI [may be] 
essential to make a comprehensive and 
intelligible production. Hard drives may need 
to be imaged, the imaged drives may need to 
be searched to identify relevant files, relevant 
files may need to be screened for privileged or 
otherwise protected information, file formats 
may need to be converted, and ultimately files 
may need to be transferred to different media 
for production.

But the Court found that process analogous 
to collection and review efforts that predated 
e-discovery, none of which entailed costs 
recoverable under Section 1920. It explained that 
“Congress did not authorize taxation of charges 
necessarily incurred to discharge discovery 
obligations. It allowed only for the taxation of the 
costs of making copies.” That the e-discovery 
services were of a “highly technical nature[,]” the 
Third Circuit reasoned, did not exempt the parties 
“from showing that the costs fall within [Section 
1920(4)’s] limited allowance for ‘the costs of 
making copies of any materials where the copies 
are necessarily obtained for use in the case.’”

The Court therefore looked at each service that 
the vendors performed in isolation, and ultimately 
held that “only the conversion of native files to TIFF 
(the agreed-upon default format for production 
of ESI), and the scanning of documents to create 
digital duplicates” resulted in taxable costs. In both 
respects, the Court analogized the vendors’ efforts 
to “making copies of material.”

II.

The Third Circuit’s decision has been received as 
a disappointment to successful litigants subjected 
to burdensome discovery costs and a boon to 
those who wish to seek broad discovery without 
having to face potential financial consequences. 
But its ramifications may not be so one-sided, 
and the decision provides at least five important 
considerations that litigants should take into 
account.

1. You May Be Able To Shift Costs Outside of 
Rule 54.

Although the extent to which a court may impose 
costs following litigation under Rule 54 is limited, 
judges have much broader authority to control 

discovery costs up front. Fed. R. Civ. P. 26(c) 
permits district courts to issue protective orders 
that specify the conditions of disclosure in order to 
“protect a party or person from … undue burden 
or expense.” See Medtronic Sofamor Danek, Inc. 
v. Michelson, 229 F.R.D. 550, 557-58 (W.D. Tenn. 
2003) (issuing protective order that allocated 
e-discovery expenses between the parties where 
cost estimates ranged as high as $70 million). 
Moreover, nothing prevents parties from allocating 
costs among themselves—the limitations in 
Section 1920 do not apply in the presence of 
“explicit … contractual authorization.” Crawford 
Fitting Co. v. J.T. Gibbons, Inc., 482 U.S. 437, 445 
(1987).

In Race Tires, the district court entered a detailed 
case management order that set specific 
e-discovery requirements. But the order did not 
address costs and the parties never obtained a 
protective order under Rule 26. Nor was there 
any private agreement regarding who would bear 
the financial burdens. Either circumstance might 
have saved the defendants tens or hundreds of 
thousands of dollars. 

Notably, although it would seem to empower 
parties in search of broad discovery, the decision 
in Race Tires might actually militate in favor of 
more protective orders or private agreements. 
Ambiguities about the scope of Section 1920 
create the potential that a successful litigant would 
recover its e-discovery costs, giving courts less 
reason to resolve difficult discovery disputes under 
Rule 26. That parties can now point with more 
certainty to the costs they will shoulder no matter 
what the outcome can help them establish the 
“good cause” necessary for a protective order. 

2. It Is Never Too Early To Begin Preparing Your 
Bill Of Costs.

Race Tires presents a cautionary tale in how to lay 
the groundwork for an e-discovery cost petition. 
In assessing whether each of the myriad services 
that the ESI vendors performed fell within the 
“making copies” language of Section 1920(4), 
the Third Circuit lamented that “[t]he invoices 
that Hoosier and DMS submitted … are notable 
for their lack of specificity and clarity…. [T]he 
invoices provide no indication of the rationale for 

(continued on page 6)
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(continued on page 8)

these activities, nor their results in terms of the 
actual production of discovery material.” Thus, the 
Third Circuit necessarily relied extensively on the 
appellant’s brief to understand the nature of the 
work performed—hardly an advantageous position 
for Hoosier and DMS.

Attorneys should anticipate from the outset what a 
bill of costs might look like and how the underlying 
documents can best substantiate their petition. 
Engagement letters and invoices should separately 
itemize discrete tasks, and vendors should rely less 
on technical jargon and more on lay terminology. 
Courts have had steep learning curves in recent 
years as ESI-related disputes have become more 
prevalent in litigation. Nevertheless, the judges 
that ultimately decide whether a party can impose 
on its adversary the sometimes alarming costs of 
e-discovery are still lawyers by trade. Building a 
case that highly specialized and technical services 
fit within the text of Section 1920 should start 
at the beginning of discovery, not at the end of 
litigation.

3. Recovery For “Exemplification” Costs Under 
Section 1920(4) is Another Possibility.

In reversing the bulk of the costs award, the Third 
Circuit noted that neither the district court nor the 
defendants had “differentiat[ed] between those 
charges that constitute ‘[f]ees for exemplification,’ 
and the charges that constitute ‘costs of making 
copies’” under Section 1920(4). The Court did not 
find the terms synonymous, however, and noted 
that the courts of appeals have divided on the 
meaning of “exemplification.” The Third Circuit 
pointed out that whereas some circuits have 
applied a “legal definition of exemplification as an 
official transcript of a public record, authenticated 
as a true copy for use as evidence,” others have 
“interpreted ‘exemplification’ expansively, as the 
act of illustration by example, a definition broad 
enough to include a wide variety of exhibits and 
demonstrative aids.” The Court ultimately found it 
unnecessary to decide which interpretation applied, 
because the e-discovery services for which the 
defendants sought to shift costs “did not produce 
illustrative evidence or the authentication of public 
records.”

The unresolved question leaves room for 
enterprising litigants. Those courts that have 

interpreted “exemplification” broadly have 
contemplated recovery for, among other things, 
the costs of preparing demonstrative exhibits used 
at trial,3 the costs associated with a multimedia 
system used to present exhibits to the jury,4 and 
expert fees for research and analysis that was 
necessary for the production of trial exhibits.5 
Under this case law, the “exemplification” language 
in Section 1920(4) can more appropriately include 
the specialized services that necessarily precede 
the production and use of ESI during litigation. 
Moreover, Section 1920(4) is not limited to trial-
related costs, but covers any exemplification fees 
“necessarily obtained for use in the case.” As a 
practical matter, the decision in Race Tires may 
foreclose arguing in the Third Circuit that certain 
types of activity constitute “exemplification.” But 
e-discovery is a continually developing field that 
encompasses an array of services, some of which 
were not at issue in Race Tires. Litigants therefore 
might bolster their case for the taxation of these 
costs under Rule 54 by drawing a more definitive 
line between “exemplification” and “making 
copies.”

4. Other Provisions Of Section 1920 May Also 
Apply To E-Discovery Costs.

The decision in Race Tires was limited to whether 
e-discovery costs are recoverable under Section 
1920(4). Had the defendants’ bills of costs been 
different, however, they might have argued that 
taxation of their e-discovery costs was proper 
under other provisions of Section 1920. For 
instance, Section 1920(3) permits the recovery 
of “[f]ees and disbursements for printing and 
witnesses.” In United States Bankr. v. Dorel Indus., 
No. 08-354, 2010 U.S. Dist. LEXIS 78096 (W.D. Tex. 
Aug. 2, 2010), the defendant bought a program 
that enabled it to perform more sophisticated email 
searches and narrow the number of responsive 
documents that it eventually produced to the 
plaintiff. Over plaintiff’s objection that the cost of a 
computer program was not recoverable, the court 
taxed the full cost of creating the database under 
Section 1920(3) without distinguishing between the 
purchase of software, database maintenance fees, 
or any other real costs of disclosing the electronic 
documents.

Given that the statute separately enumerates the 
categories, printing fees are necessarily distinct 
from the cost of making copies. And, according 
to Dorel Industries, the scope of “printing” 
electronically disclosed documents under Section 
1920(3) may be considerably more inclusive than 
the more narrow interpretation that the Third Circuit 
applied to making copies under Subsection (4).

5. Consider Rule 54 In Your Forum Analysis.

Finally, the Third Circuit is by no means the only 
court opining on e-discovery in the Rule 54 context, 
and Race Tires has already prompted discord 
among federal courts. See, e.g., In re Online DVD 
Rental Antitrust Litig., No. M 09-2029 PJH, 2012 
WL 1414111 (N.D. Cal. Apr. 20, 2012) (diverging 
from Race Tires and applying a “broad construction 
of section 1920 with respect to electronic discovery 
production costs”). Indeed, several trial courts have 
taxed unsuccessful litigants for the types of costs 
that the Third Circuit disallowed. See, e.g., Parrish 
v. Manatt, Phelps, & Phillips, LLP, No. 10-3200, 
2011 U.S. Dist. LEXIS 41021 (N.D. Cal. Apr. 11, 
2011) (taxing the “reproduction costs defendants 
incurred in collecting, reviewing, and preparing 
client documents for production”); CBT Flint 
Partners, LLC v. Return Path, Inc., 676 F. Supp. 2d 
1376 (N.D. Ga. 2009) (taxing e-discovery costs in 
full), vacated on other grounds, 654 F.3d 1353 (Fed. 
Cir. 2011); Neutrino Dev. Corp. v. Sonosite, Inc., 
2007 U.S. Dist. LEXIS 23464, at *12 (S.D. Tex. Mar. 
30, 2007) (taxing the cost of removing metadata 
from electronically produced documents).

These decisions, which embrace a broader 
interpretation of Section 1920, remain persuasive 
precedent in their respective jurisdictions and may 
appeal to litigants evaluating where to bring suit 
or whether to seek transfer. While many factors 
will inform such decisions, the Third Circuit’s 
decision in Race Tires should now be among the 
considerations in a litigant’s forum analysis. 

III.

Race Tires, as well as the Supreme Court’s 
subsequent decision in Kouichi Taniguchi v. Kan 
Pac. Saipan, Ltd., 132 S. Ct. 1997 (2012) (holding 
that document translation costs do not fall within 
Section 1920(6)), have reaffirmed the path by 
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See Appellate Rules Advisory Committee, Proposed 
Amendments to the Federal Rules of Appellate 
Procedure 5 (May 2, 2011; rev. June 2, 2011), 
available here.

As the Committee recognized, many cases are 
most readily understandable if the events (whether 
deemed “procedural” or “factual”) are interwoven 
in a chronological statement. In some cases, 
however, a statement that discusses factual and 
procedural matters separately may work best. 
Because the amended Rule “permits but does not 
require” an interwoven chronological narrative, 
either approach may be accommodated within the 
new, unified statement of the case.

The Rule 28 amendment process demonstrates 
well the value of the robust notice-and-comment 
process followed by the Judicial Conference. The 
Federal Rules have a “pervasive and substantial 
impact” on the practice of law in the federal 
courts, and therefore “exacting and meticulous 
care [is required] in drafting rule changes.”1 The 
opportunity to comment, and strategies to ensure 
that comments are effective, are of particular 
importance to practitioners. 

From August 12, 2011, through February 15, 2012, 
the proposed amendment to Rule 28 was open for 
comment by the bench and bar, publishers, and the 
general public. See Lee H. Rosenthal, Committee 
on Rules of Practice and Procedure of the Judicial 
Conference of the United States - Memorandum 
to Bench, Bar, and Public 1 (August 12, 2011), 
available here. Various members of the bench and 
bar submitted comments for review.

The American Bar Association’s Council of 
Appellate Lawyers was particularly concerned that 
the deletion of current Rule 28(a)(6)’s references 
to the “nature of the case” and “the course of 
proceedings” might be interpreted to “banish 
all procedural history” rather than to merely 

encourage a procedural statement “limited to 
that which is necessary to inform the court of the 
posture of the case and give context to the issues 
presented for review.” See Steven Finnell, Council 
of Appellate Lawyers: Comments on Proposed 
Amendments to Fed. R. App. P. 28 & 28.1: Merging 
Statements of the Case and Facts 3-4 (February 
2012), available here. 

The National Association of Criminal Defense 
Lawyers submitted comments in support of the 
amendment, but proposed the following language 
to ensure clarity:

a concise statement setting forth the nature of the 
case, the essential procedural history (including 
reference to the rulings presented for review), and 
the key facts giving rise to the claims or charges 
as well as those relevant to the issues submitted 
for review

See Peter Goldberger, Comments of the National 
Association of Criminal Defense Lawyers 2 
(February 14, 2012), available here.

The Hon. Jon O. Newman of the U.S. Court of 
Appeals for the Second Circuit opposed the 
amendment, fearing that critical matters of 
procedural history could be inconveniently buried 
in factual detail. A legal publisher also submitted 
comments in opposition, while a public defender’s 
office and a civil defense bar organization 
expressed support. 

It was “[i]n response to the[se] commenters’ 
concerns” that the current draft was revised to 
insert an explicit reference to “relevant procedural 
history.” See Committee on Rules of Practice and 
Procedure 565 (June 11-12, 2012), available here. 
In addition, the Committee Notes were revised to 
specify the components of the statement of the 
case, and to explicitly provide that subheadings 
may be used, e.g., to highlight for the court 

the rulings presented for review. The Standing 
Committee approved the amendment, as revised, 
on June 11, 2012. 

The success of the rulemaking process depends 
on the participation of the bench and bar. As 
shown by the Rule 28 amendment process 
to date, a well-crafted comment can provide 
insight, help the Advisory Committee understand 
the practical implications of its proposal, and 
encourage necessary revisions to ensure clarity in 
the rules. Here, the comment process has helped 
the relevant committees to design a rule that will 
best accomplish their stated goal, which is to 
streamline information contained in appellate briefs 
and eliminate the artificial distinction between the 
“statement of the case” and the “statement of 
facts.” 

The Standing Committee will next submit the 
proposed amendment to the Judicial Conference. 
Assuming this amendment survives review by 
the Judicial Conference, the Supreme Court, and 
the Congress, its earliest effective date would be 
December 1, 2013.

____________

1. Because some readers may be unfamiliar with the process 
for amending the Rules and for submitting comments on 
proposed amendments, the steps are outlined here: (1) Initial 
Consideration by the Advisory Committee; (2) Publication and 
Public Comment; (3) Consideration of the Public Comments 
and Final Approval; (4) Approval by the Standing Committee; 
(5) Judicial Conference Approval; (6) Supreme Court Approval; 
and (7) Congressional Review.  See Hon. Thomas F. Hogan, The 
Federal Rules of Practice and Procedure Administrative Office 
of the U.S. Courts 1-4 (October 2011), available here; see also 
Luther T. Munford, “The Practical Litigator,” The American Law 
Institute - American Bar Association Continuing Professional 
Education 2 (July 1998), available here (helpful hints to 
remember when drafting a comment).

http://www.uscourts.gov/uscourts/RulesAndPolicies/rules/Publication%20Aug%202011/AP_May_2011.pdf
http://www.uscourts.gov/uscourts/RulesAndPolicies/rules/Publication%20Aug%202011/Memo_to_Bench_Bar_2.pdf
http://www.uscourts.gov/uscourts/RulesAndPolicies/rules/AP%20Comments%202011/11-AP-004-Comment-Finnell_ABA_Council%20of%20Appellate%20Lawyers.pdf
http://www.uscourts.gov/uscourts/RulesAndPolicies/rules/AP%20Comments%202011/11-AP-003-Comment-Goldberger_NACDL.pdf
http://www.uscourts.gov/uscourts/RulesAndPolicies/rules/Agenda%20Books/Standing/ST2012-06.pdf#pagemode=bookmarks
http://www.uscourts.gov/RulesAndPolicies/FederalRulemaking/RulemakingProcess/SummaryBenchBar.aspx
http://www.uscourts.gov/uscourts/RulesAndPolicies/rules/Munford.pdf


The Third Circuit recently extended its ruling in In 
re Grossman’s Inc., 607 F.3d 114 (3d Cir. 2010) 
(en banc), a decision that established a new test 
for determining when a “claim” exists under the 
Bankruptcy Code, 11 U.S.C. §§ 1101 et seq. (the 
“Code”). Wright v. Owens Corning, No. 11-2026, 
2012 WL 1759992 (3d Cir. May 18, 2012). The 
Court also determined the due process implications 
of applying the new test retroactively so as to 
discharge claims unknown to the claimant at 
the time of a bankruptcy petition’s filing and a 
bankruptcy plan’s confirmation. 

In 2009, Plaintiffs Patricia Wright and Kevin West 
filed a putative class action seeking damages 
related to defects in roofing shingles manufactured 
by Owens Corning Sales LLC. The shingles were 
installed on Wright’s roof by early 1999, and on 
West’s roof in 2005. In 2000, Owens filed for 
bankruptcy. In 2006, Owens filed a reorganization 
plan, which provided for the discharge of all claims 
relating to Owens under the Code that arose before 
the September 2006 confirmation. The bankruptcy 
court later approved notices of the confirmation 
hearing for the plan, which were published in 
November 2006.

At the time the notices were published, the law 
in the Third Circuit was that a “claim” under the 
Code did not arise until a claimant possessed a 
right to payment. In re M. Frenville Co., 744 F.2d 
332 (3d Cir. 1984). However, the Third Circuit 
overruled Frenville in 2010 with its decision in 
Grossman’s, which held that a “‘claim’ arises when 
an individual is exposed pre-petition to a product or 
other conduct giving rise to an injury.” Grossman’s, 
607 F.3d at 125. Owens accordingly moved for 
summary judgment, arguing that, pursuant to 
Grossman’s, Plaintiffs possessed claims that were 
discharged under the plan The district court agreed 
and granted summary judgment in Owens’ favor.

Judge Ambro, writing for a unanimous panel 
that also included Judges Rendell and Nygaard, 
agreed that Plaintiffs possessed claims under 
Grossman’s, but held that Plaintiffs were denied 
due process when the Grossman’s test was applied 
retroactively. The Court first determined that under 
the Grossman’s test, Plaintiff Wright possessed 

claims at the time of the plan and confirmation 
because she was exposed to the defective shingles 
prior to the filing of Owens’ bankruptcy petition. 
Then, broadening the scope of Grossman’s to 
include claims based on pre-confirmation exposure 
to a product giving rise to an injury, the Court held 
that Plaintiff West likewise possessed a claim at the 
time of the plan and confirmation.

The Court nonetheless concluded that retroactive 
application of the new test and the Grossman’s 
test deprived Plaintiffs of their due process right to 
adequate notice before discharge of their claims. 
The Court noted that because Frenville was the 
law at the time the notices regarding the plan 
and confirmation were published, Plaintiffs did 
not possess any claims and, therefore, were not 
on notice to take any action. The Court explained 
that “for persons who have ‘claims’ under the 
Bankruptcy Code based solely on the retroactive 
effect of the rule announced in Grossman’s, those 
claims are not discharged when the notice given 
to those persons was with the understanding that 
they did not hold claims.” Thus, Plaintiffs’ claims 
were not discharged by the plan and confirmation 
order.

The Court went on to make clear that all persons 
like Wright, who have claims as a result of the 
retroactive effect of Grossman’s, were not afforded 
due process where reorganization plans were 
proposed and confirmed prior to June 2, 2010, the 
date that Grossman’s was decided. Likewise, the 
Court made clear that all persons like West, who 
have claims as a result of the retroactive effect of 
the Wright decision itself, were not afforded due 
process where reorganization plans were proposed 
and confirmed prior to May 18, 2012, the date 
Wright was decided.

The decision in Wright continues the Third Circuit’s 
move away from Frenville and toward a more 
expansive understanding of the meaning of “claim” 
under the Code. Frenville’s narrow definition of 
claim not only was out of step with that of other 
circuits, but it was contrary to the text and purpose 
of the Code. In the words of Judge Ambro, “[t]he 
shadow of Frenville fades, but more slowly than we 
would like.”

However, the Third Circuit was careful to make 
clear that the case before it involved exceptional 
facts, and that it was expressing “no opinion on 
the broader issue of whether discharging unknown 
future claims comports with due process.” 
Indeed, the Court explained, “in some bankruptcy 
proceedings, a future claims representative is 
appointed to represent and protect the interests of 
persons with future unknown claims.” The Court 
thus left open whether such a representative would 
cure a due process problem in the discharge of 
unknown future claims.

CASE OF INTEREST: WRIGHT V. OWENS-CORNING, 679 F.3D 101 (3D CIR. 2012)
By Douglas Allen, Reed Smith LLP
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which cost awards can be attacked on statutory 
interpretation grounds. The Third Circuit’s decision 
is likely the first of many appellate opinions on 
the taxation of e-discovery costs as ESI plays an 
increasingly central role in litigation and as more 
cost petitions reach the appellate level—indeed, 
the Supreme Court could weigh in next term if it 
grants the pending petition for certiorari seeking 
review of the Third Circuit’s decision. And with 
hundreds of thousands or millions of dollars in 
discovery costs hanging in the balance, there 
is room for both sides of the bar to explore the 
parameters of this case.

 ____________

1. See Nicola Faith Sharpe, Corporate Cooperation Through 
Cost-Sharing, 16 MICH. TELECOMM. & TECH. L. REV. 109, 110 
(2009)

2. See Institute for the Advancement of the American Legal 
System, Electronic Discovery: A View from the Front Lines 3-4, 
25 (2008); Nicholas M. Pace & Laura Zakaras, Rand Institute 
for Civil Justice, Where the Money Goes: Understanding Litigant 
Expenditures For Producing Electronic Discovery, 17 (2012).

3. In re Kulicke & Soffa Industries, Inc. Sec. Litig., 747 F. Supp. 
1136, 1147 (E.D. Pa. 1990).

4. Cefalu v. Village of Elk Grove, 211 F.3d 416, 427-29 (7th Cir 
2000).

5. In re Air Crash Disaster at John F. Kennedy Int’l Airport, 687 
F.2d 626, 631 (2d Cir. 1982).

http://www.google.com/url?sa=t&rct=j&q=wright%20v%20owens%20corning%203d%20circuit&source=web&cd=2&ved=0CFEQFjAB&url=http%3A%2F%2Fwww.baillonthome.com%2Fdownload%2Ffile%2Ffid%2F143&ei=154JUPGEJISk8ASf1snSCg&usg=AFQjCNHulkL9HAk6egYlxdc1YEKs3X5-vw
http://www.google.com/url?sa=t&rct=j&q=wright%20v%20owens%20corning%203d%20circuit&source=web&cd=2&ved=0CFEQFjAB&url=http%3A%2F%2Fwww.baillonthome.com%2Fdownload%2Ffile%2Ffid%2F143&ei=154JUPGEJISk8ASf1snSCg&usg=AFQjCNHulkL9HAk6egYlxdc1YEKs3X5-vw
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