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What do you think of my jumping buddy over there?  Pretty cool, huh?  Let’s call him “George”.

George is just one example of the enormous number of inventions being made to serve our newly emerging

social networking economy.  George was created using a patent pending process called Evolver.  He’s an

avatar that can be transported to any number of different full immersion virtual world networking sites.  Many

new companies are forming to commercialize these new social networking innovations.  They are also filing

patent applications.  They have many challenges ahead of them to get those patents.

Growth in social networking patents

Social networking is one of the fastest growing subject matter areas in the US patent office.  The graph below

shows the rate at which these applications have been filed and rate at which patents have issued from these
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applications over the past few years.

The total number of patent applications published in a given year is shown in green.  The total number of issued

patents is shown in red.  Social networking patents include any application or issued patent that has the phrase

“social network” in it.  That is an admiditly broad definition, but a cursory review of a random selection of titles

shows that it does capture most of the relevant applications without dragging in too many unrelated ones.



There are at least 3500 social networking patent applications that have been published.  The total number on

file, however, might be twice this amount.  This is due to the fact that the applications filed in the last year and a

half still have not been published and the fact that the rate of filing has been growing exponentially.  There is

also a large number, maybe 25%, that have been filed with nonpublication requests.  This is based on an

extrapolation of the percent of issued patents that were filed with nonpublication requests.  We won’t see what’s

in these unpublished applications until if, and when, they issue as patents.

About 350 social networking patents have issued so far.  A review of the file wrappers of the published

applications indicates that a comparable number have been abandoned.  The rest are under examination or

awaiting a first office action.  The allowance to rejection ratio of these applications is about 1:10.  That means

that applicants have to plan on getting 10 rejections for every allowance.  The abandon to response ratio is

also about 1:10.  That means that examiners have to plan processing 10 responses for every case that gets

abandoned.  Based on these ratios, it could take another 10 years before all of the currently filed applications

have been either allowed or abandoned. That means that many future social networking patents will issue long

after their inventions become either widely adopted or faded to insignificance.  That won’t be healthy for our

new economy.

Challenges in getting social networking patents

Social networking patents create a number of formidable challenges for innovators and entrepreneurs.  These

challenges include:

It’s hard to describe what you invent: George up there is an animated, programmed, 3 dimensional color

avatar with a significant amount of artificial intelligence.  You can’t put one of those in a patent application.  You

are limited to text and two dimensional, black and white drawings with a resolution no finer than 200 dpi (e.g. a

fax).  The image to the left is what one of those diagrams looks like from George’s patent application, US

2008/0309677.
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It works, but it’s not pretty.  Expressing dynamic social networking inventions as static text and two dimensional

figures is one of the primary reasons patents costs so much to prepare.  It’s not easy to do.

It’s hard to patent what you’ve described: George isn’t patentable no matter how well you’ve described him. 

You can only patent machines, methods to produce things, manufactured objects, and compositions of matter. 

George isn’t any one of those.  Instead what you have to do is either patent the specialized machine (i.e.

computer) that you create for George to live in or patent the computer implemented method that is used to

make George.  The figure above describes how George is made.  It shows that these particular avatars are

made by starting with a set of grandparent avatars 320 and then randomly selecting their features to make a set

of parent avatars 330 and then randomly selecting their features to make your desired avatar 360 (e.g. George).

Very nice, but tell me something.  Can you look at George and tell he was produced this way?  No?  Neither can

I.  And that brings us to one of the biggest upcoming challenges of social networking patents, enforcing them.

It’s hard to enforce the patent that you get: Patents are only enforceable within the physical boundaries of a

nation.  But where exactly is George?  Is he in the microprocessor? Maybe you could pin him down there.  But

in the age of dynamic distributed cloud computing, where exactly is the microprocessor?  It could be anywhere. 

And what makes you think there is only one?  There could be thousands, each processing a small part of

George.  And why would George stay in any one of them for more than a few clock cycles?  George’s

computational requirements might be constantly shifted between different available resources.

You get the idea.  Pinning George down isn’t easy.  For patent enforcement, however, it’s critical.

Traditionally, patents on George, or in this case, methods to make George, claimed the “static computer

readable medium” (e.g. disk) that it was stored on.  This approach, however, is rapidly becoming obsolete now

that static computer readable mediums are no longer needed to store, distribute or execute computer

implemented inventions.  A new solution must be found if social networking patents are to be at all enforceable

and hence commercially relevant.  It’s a problem that the patent bar, patent office, courts and inventors are

wrestling with right now.  Some people are having success, but as yet there is no magic bullet.  Success is

highly dependent upon your particular case and the skill of your patent agent or attorney.

Conclusion

The social networking economy is upon us.  New companies are being founded to commercialize products and

services for this economy.  They are filing patents and getting them.  The challenges of drafting, getting and

enforcing these patents, however, are formidable.   You need to translate dynamic, multidimensional

programmed inventions into static text and two dimensional drawings.  You need to describe the actual physical



machines that produce your invention and you need to find some physical anchor for your invention in the

nation that you will be enforcing your patents in.  These are indeed formidable challenges, but they are not

insurmountable.  Solving them will be critical to the future growth of this economy.
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1. JB January 24th, 2011 12:59 pm

The backlog delays are a big problem. I’ve got one application that was originally
provisionally filed in 2006 and later (after PCT) nonprovisionally filed in Feb. 2009. Just called
the PTO last week and was told it’s at least 22 months away from a first Office Action. Way
too slow for inventors and companies trying to navigate the landscape.

The Solution: Patent applications don’t get picked up for examination until someone (the
applicant or anonymous third party) pays a fee. If the invention is never commercialized and
neither the applicant or anyone else asks for an examination, why spend any PTO resources
on it?

2. Blind Dogma January 24th, 2011 2:00 pm

JB,

You may be aware that your solution is already underway (and still the problem exists).

An examination fee is paid with the submission of the application. We already “pay a fee”. Or
do you mean that we should pay a second fee and call it a “but we really mean it fee?

3. JB January 24th, 2011 2:19 pm

@Blind Dogma- Sorry, I’ve read the PTO might have been testing something. My suggestion
is after a patent application is filed it is not picked up for examination until a specified fee
(e.g., an examination fee or new fee) is paid by either the application (she thinks worth
pursing) or a third party (doesn’t want to see this application pending forever and hanging
over his head). The fee can be paid anytime after filing up to X years (e.g., 20 years). If the
fee is never paid, the application is never examined.

4. Mark Nowotarski January 24th, 2011 3:38 pm

JB,

Director Kappos mentioned in a meeting I was at last week that the USPTO will be shortly
introducing an accelerated examination process that only requires the payment of an
increased fee. There will be no need to submit and application support document along with a
prior art search. The director indicated that examination will be complete (i.e. two office
actions) within a year.

5. Mark Nowotarski January 24th, 2011 3:40 pm

JB,

Your idea on allowing third parties to pay an examination fee is intriguing. Wouldn’t it be great
if third parties could pay for accelerated examination. Of course, there is still the 18 month
delay until publication, but after that, why not?

6. Gene Quinn January 24th, 2011 3:53 pm

Mark-
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At the Innovation Alliance conference on Friday Director Kappos said Track 1 (i.e., fee for
advancement) is imminent.

-Gene

7. JB January 24th, 2011 4:01 pm

@ Mark – I had an email or face-to-face (cannot recall) conversion with former commissioner
John Doll a few years ago (we used to work together in the former Group 110) about the idea
about not examining an application until an additional fee was paid to separate the chafe from
the wheat. He mentioned third parties would be concerned about an application pending for
an extended period of time without an examination and thus creating some uncertainty. So
we should let anyone pay that fee to initiate an examination to get it resolved. The goal would
be to avoid spending PTO resources on any application that no one really cares about.

8. Blind Dogma January 24th, 2011 9:59 pm

“fee for advancement”

Gene,

Is the corollary, “Pay for Delay“?

9. Blind Dogma January 25th, 2011 7:31 am

“The goal would be to avoid spending PTO resources on any application that no one really
cares about.”

JB, would you like another glass?

If, as you say, no one really cares about [the application], why would someone have drafted
and submitted said application?

The obvious answer is that indeed, someone cares about it. Your initial assumption is faulty.

And once again, people need to realize that in the current settings, the examination fee has
been paid. Somehow people have it stuck in their heads that the backlog would be released
simply with the payment of yet another fee.

Maybe I am not charging enough for my delicious treats…

10. Blind Dogma January 25th, 2011 7:35 am

The silver lining, of course, is that people are actually paying attention to what applications
are out there.

Perhaps those people will be spurred to innovate in different ways in addition to the common
mindset here of instigating corrective action (the underlying current that any applications must
somehow not be truly innovate runs deep).

Just imagine – people not only recognizing innovation, but being spurred to innovate more.
We should try to capture this great idea and make some laws to promote it. Oh wait, we
already have.
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11. JB January 25th, 2011 9:49 am

@blinddogma- Regarding, “If, as you say, no one really cares about [the application], why
would someone have drafted and submitted said application?”

When someone files a patent application, it’s often to secure a filing date so they can begin to
try to commercialize. It really just an option to pursue different claims in the future. Few know
upon filing that the invention will be commercialized.

How many file provisional applications yet never file the corresponding non-provisional? How
many nonprovisional applications are abandoned for failing to pay a few or file a response?
How many granted patents expire for failing to pay a fee?

My proposal would allow inventors to secure a filing date, but postpone additional costs until
they (or a third party) determine there might be something there. This will allow the PTO to
focus examination resources upon those applications that someone confirms will likely be
commercialized.

How many will sit unexamined after filing? Whether its 5%, 10%, 25% or more, it will help
reduce the backlog which directly impacts those filings that are commercially important
resulting in uncertainty in the marketplace.

12. Blind Dogma January 25th, 2011 10:19 am

Thanks JB,

I appreciate the additional clarity.
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